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1. This written opinion is the first drawn up by this International Preliminary Examining Authority. 

2. This opinion contains indications relating to the following items: 



Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
Lack of unity of invention 

Reasoned statement under Rule 66.2(a)(ii) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 

Certain document cited 

Certain defects in the international application 
Certain observations on the international application 

3. The applicant is hereby invited to reply to this opinion. 
When? 



I 




II 


□ 


III 




IV 


□ 


V 




VI 


□ 


VII 




VIII 


8 



How? 



Also: 



See the time limit indicated above. The applicant may, before the expiration of that time limit, 
request this Authority to grant an extension, see Rule 66.2(d). 

By submitting a written reply, accompanied, where appropriate, by amendments, according to Rule 66.3. 
For the form and the language of the amendments, see Rules 66.8 and 66.9. 

For an additional opportunity to submit amendments, see Rule 66.4. 

For the examiner's obligation to consider amendments and/or arguments, see Rule 66.4 bis. 
For an informal communication with the examiner, see Rule 66.6. 



If no reply is filed, the international preliminary examination report will be established on the basis of this opinion. 

4. The final date by which the international preliminary 

examination report must be established according to Rule 69.2 is: 09/1 1/2001 . 



Name and mailing address of the international 
preliminary examining authority: 

European Patent Office 
AHI D-80298 Munich 

~ Tel. +49 89 2399 - 0 Tx: 523656 epmu d 

Fax: +49 89 2399 - 4465 



Authorized officer / Examiner 
Weber, V 



Formalities officer (incl. extension of time limits) 
Koski, P 

Telephone No. +49 89 2399 2709 
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I. Basis of the opinion 

1. With regard to the elements of the international application (Replacement sheets which have been furnished to 
the receiving Office in response to an invitation under Articfe 14 are referred to in this opinion as "originally filed"): 

Description, pages: 

1-29 as originally filed 

Claims, No.: 

1-51 as originally filed 

Drawings, sheets: 

1-9 as originally filed 

2. With regard to the language, all the elements marked above were available or furnished to this Authority in the 
language in which the international application was filed, unless otherwise indicated under this item. 

These elements were available or furnished to this Authority in the following language: , which is: 

□ the language of a translation furnished for the purposes of the international search (under Rule 23.1 (b)). 

□ the language of publication of the international application (under Rule 48.3(b)). 

□ the language of a translation furnished for the purposes of international preliminary examination (under Rule 
55.2 and/or 55.3). 

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the 
international preliminary examination was carried out on the basis of the sequence listing: 

□ contained in the international application in written form. 

□ filed together with the international application in computer readable form. 

□ furnished subsequently to this Authority in written form. 

□ furnished subsequently to this Authority in computer readable form. 

□ The statement that the subsequently furnished written sequence listing does not go beyond the disclosure in 
the international application as filed has been furnished. 

□ The statement that the information recorded in computer readable form is identical to the written sequence 
listing has been furnished. 

4. The amendments have resulted in the cancellation of: 

□ the description, pages: 

□ the claims, Nos.: 
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□ the drawings, sheets: 

5. □ This report has been established as if (some of) the amendments had not been made, since they have been 
considered to go beyond the disclosure as filed (Rule 70.2(c)): 

(Any replacement sheet containing such amendments must be referred to under item 1 and annexed to this 
report.) 



6. Additional observations, if necessary: 



III. Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 

1. The questions whether the claimed invention appears to be novel, to involve an inventive step (to be non- 
obvious), or to be industrially applicable have not been and will not be examined in respect of: 

□ the entire international application, 
B claims Nos. 41-51, 

because: 

□ the said international application, or the said claims Nos. relate to the following subject matter which does 
not require an international preliminary examination (specify): 



H the description, claims or drawings (indicate particular elements beloW) or said claims Nos. 41-51 are so 
unclear that no meaningful opinion could be formed (specify): 
see separate sheet 

□ the claims, or said claims Nos. are so inadequately supported by the description that no meaningful opinion 
could be formed. 

□ no international search report has been established for the said claims Nos. . 

2. A written opinion cannot be drawn due to the failure of the nucleotide and/or amino acid sequence listing to 
comply with the standard provided for in Annex C of the Administrative Instructions: 

□ the written form has not been furnished or does not comply with the standard. 

□ the computer readable form has not been furnished or does not comply with the standard. 



V. Reasoned statement under Rule 66.2(a)(ii) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 

1. Statement 

Novelty (N) Claims 1-40 

Inventive step (IS) Claims 
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Industrial applicability (IA) Claims 



International application No. PCT/I BOO/009 



2. Citations and explanations 
see separate sheet 



VII. Certain defects in the international application 

s T e h : 253122? ' n f ° rm " COn,entS ° f thS inte " app,ication have been noted: 

VIII. Certain observations on the international application 

" « on the que stion whether the 
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Re Item III 

Non-establishment of opinion with regard to novelty, inventive step and 
industrial applicability 

No opinion as to novelty and inventive step can be done at the present stage of the 
examination for claims 41-43, since such claims can only be considered in combination 
with novel and inventive apparatus and or method claims (see point VIII). 

Claims 44 to 51 are objected as indefinite under PCT Article 6 in that they rely on 
references to the description, contrary to the PCT Preliminary Examination Guidelines, 
Chapter III, paragraph 4. 70, and hence are so broad that they fail to recite any 
structure at all. The examiner is thus unable to determine the true scope thereof. 
Therefore, no meaningful opinion as to novelty or inventive step can be done for said 
claims. 



Re Item V 

Reasoned statement under Rule 66.2(a)(ii) with regard to novelty, inventive step 
or industrial applicability; citations and explanations supporting such statement 

As far as the present set of claims could be interpreted in view of the clarity objections 
raised under point VIII, it would appear that the present independent claims are so 
broadly formulated that they lack of novelty, infringing Article 33(2) PCT. 

Indeed, the formulation of present claims 1,6,13,15,18,29, and 37 is so broad that 
even document D1 = WO-A-98/43165 which has been originally acknowledged on page 
2 of the present description, takes away the novelty of said claims. See therefore, D1 , 
page 2, lines 9-22, and page 1 1 , lines 5-10. 
A copy of D1 is annexed to the present written opinion. 

Moreover, given the high level of generalisation of the present claims, the examiner 
deems it appropriate to merely refer to the search report for demonstrating that the 
present claims are not novel in view of the documents cited in the search report; 
namely: 
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Present claims 1-5, 13-19 and 29-33 are anticipated by the teachings of document D2 
= WO-A-98/36356, see abstract and also D2, p.2, lines 17-19, p.3, lines 22-29 and 
p.4, lines 1 1-30. 

Present claims 6-12, 34-40 are anticipated by the teachings of document D3 = EP-A-0 
848 341, see in particular, col. 10, line 8 to col. 13, line 5. 

Present claims 20-28 are anticipated by the teachings of document D4 = WO-A- 
95/33338, see in particular, p.1 , lines 1-7, p.9, line 19 to page 10, line 20 and page 27, 
line 35 to page 31, line 18. 

Re Item VII 

Certain defects in the international application 

It is not at present apparent which part of the application could serve as a basis for. a 
new claim which would satisfy the criteria set forth in Article 33(1) PCT. 

Should the Applicant regard some particular matter as suitable an independent claim 
including such particular matter should be filed taking account of Rule 6.3(b) PCT. 
Reference signs should be inserted in the claims to increase their intelligibilty. 

The Applicant should also indicate in the letter of reply the difference vis-a-vis the state 
of the art D1 to D4 and the significance thereof. In which case also, the Applicant will 
have to bring the description into conformity with these claims and acknowledge D2-D4 
in the introductory part of the description; care should be taken during revision, es- 
pecially of the introductory portion including any statement of problem or advantage, 
not to add subject-matter which extends beyond the content of the application as 
originally filed, (Article 34(2)(b) PCT). 

In order to expedite further examination the applicant is requested to indicate with his 
reply the locations in the application as originally filed of the passages forming a basis 
for his amendments. 
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The Applicant is free to amend the application in any way he chooses provided that his 
amendments remove the deficiency and otherwise satisfy the requirements of the PCT. 
All the above objections should be remedied in order to bring the application within the 
frame of the PCT, unless the Applicant can provide convincing arguments to the con- 
trary when filing the next amendments. 



Re Item VIII 

Certain observations on the international application 

The various definitions of the invention which is given in independent claims 
1,6,13,15,18,20,28,34,37,38,41,42 and 43 are neither clear nor concise. 

The original set of claims comprises six independent claims (claims 1,6,13,15,18 and 
20) in the apparatus category, four independent claims in the method category (claims 
29,34,37 and 38) and three independent claims (claims 41,42 and 43) in the category 
defining a computer program product. 

The various definitions of the invention given in said independent claims are such that 
the claims as a whole are not clear and concise, contrary to Article 6 PCT. 

Claims 1 and 6 are both directed to a receiver/decoder. However, independent claim 6 
substantially differs from claim 1 in that claim 6 is silent about the debugging of the 
stored application. 

Likewise, claims 13 and 15 are both directed to a workstation in combination with a 
receiver/decoder. Likewise, independent claim 15 substantially differs from claim 13 in 
that claim 15 is silent about the debugging of the stored application. 

Although independent claims 18 and 20 have been draft as two separate independent 
claims, they appear to relate effectively to the same subject-matter directed to a same 
application development tool regrouping the worstation and the receiver/decoder, and 
to differ from each other only with regard to the terminology used for the features of that 
subject-matter. 
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It is noted that method claims 29 and 37 define the method equivalent features of 
claims 1 and 6, respectively. However, no corresponding apparatus claims could be 
attrituted to independent method claims 34 and 38, since claim 34 is the sole 
independent claim defining an "individual file" and since claim 38 is the sole 
independent claim defining a "boot file". 

Finally, independent claims 41 ,42 and 43 can only be viewed as giving three alternative 
redundant versions of basically the same vague computer program product. Thereby, 
the applicant is reminded that claims directed to a computer program product can only 
be taken into consideration if the application provides a novel and inventive method and 
or apparatus. Thereby, a "computer program product" claim should make clear that it 
is specially adapted to a novel and inventive apparatus claim, and that it contains 
instructions specially adapted to perform all the steps of a novel and inventive method 
when said instructions are executed. 



Thus, bearing in mind that any independent claim should define all the features which 
are essential to the invention and considering the above identified differences, lack of 
clarity of the claims as a whole arises, since the above proliferation of independent 
claims makes it difficult, if not impossible, for the reader to determine what are in fact 
the features essential to the invention, and places an undue burden on others seeking 
to establish the extent of the protection. 

Independently of the fact that the present claims 1 to 43 are not novel for the reasons 
which are given in above section V, the various definitions of the invention which are 
given in the present independent claims also render unclear what the link, which should 
regroup the inventions of the independent claims under the same inventive concept, 
should be. 

In the present case, it would have been appropriate to use a set of claims defining the 
relevant subject-matter in terms of a minimum number of independent claims in each 
category followed by dependent claims covering features which are merely optional; 
Rule 6.4 PCT. 

In the present case, provided the applicant can prove that his application comprises 
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some inventive matter, it would be considered appropriate to use at most only: 

(i) one independent claim per category, that is, one method, one apparatus and one 
computer program product, directed the receiver/decoder; 

(ii) one independent claim per category, that is, one method, one apparatus and one 
computer program product, directed the workstation; 

(iii) one independent claim per category, that is, one method, one apparatus and one 
computer program product, directed the application development tool encompassing 
both the receiver/decoder and the station. 



Form PCT/Separale Sheet/408 (Sheet 5) (EPO-April 1997) 



ENT COOPERATION TR 



u 



r k d 1 8 SEP 20()| 



VV/PO 



PCT 
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(PCT Article 36 and Rule 70) 
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Applicant's or agent's file reference 
PDC/AB/21503 


See Notification of Transmittal of International 
FOR FURTHER ACTION Preliminary Examination Report (Form PCT/1PEA/416) 


International application No. 
PCT/IB00/00995 


International filing date (day/month/year) 
05/07/2000 


Priority date (day/month/year) 
09/07/1999 


International Patent Classification (IPC) or national classification and IPC 
G06F11/00 


Applicant 

CANAL+ SOCIETE ANONYME et al. 



1. This international preliminary examination report has been prepared by this International Preliminary Examining Authority 
and is transmitted to the applicant according to Article 36. 

2. This REPORT consists of a total of 9 sheets, including this cover sheet. 

□ This report is also accompanied by ANNEXES, i.e. sheets of the description, claims and/or drawings which have 
been amended and are the basis for this report and/or sheets containing rectifications made before this Authority 
(see Rule 70.16 and Section 607 of the Administrative Instructions under the PCT). 

These annexes consist of a total of sheets. 



3. This report contains indications relating to the following items: 



I 




II 


□ 


III 


s 


IV 


□ 


V 




VI 


□ 


VII 


□ 


VIII 





citations and explanations suporting such statement 



Date of submission of the demand 
04/01/2001 


Date of completion of this report 
14.09.2001 


Name and mailing address of the international 
preliminary examining authority: 

^ European Patent Office 
/fll) D-80298 Munich 

Tel. +49 89 2399 - 0 Tx: 523656 epmu d 
Fax: +49 89 2399 - 4465 


Authorized officer ^<£5£>v 
Weber, V | M )) 

Telephone No. +49 89 2399 2791 \2s»£^^ 
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I. Basis of the report 

1 . With regard to the elements of the international application (Replacement sheets which have been furnished to 
the receiving Office in response to an invitation under Article 14 are referred to in this report as "originally filed" 
and are not annexed to this report since they do not contain amendments (Rules 70. 16 and 70. 1 7))\ 
Description, pages: 

1 -29 as originally filed 



Claims, No.: 

1-51 

Drawings, sheets: 
1-9 



as originally filed 



as originally filed 



2. With regard to the language, all the elements marked above were available or furnished to this Authority in the 
language in which the international application was filed, unless otherwise indicated under this item. 

These elements were available or furnished to this Authority in the following language: , which is: 

□ the language of a translation furnished for the purposes of the international search (under Rule 23.1 (b)). 

□ the language of publication of the international application (under Rule 48.3(b)). 

□ the language of a translation furnished for the purposes of international preliminary examination (under Rule 
55.2 and/or 55.3). 

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the 
international preliminary examination was carried out on the basis of the sequence listing: 

□ contained in the international application in written form. 

□ filed together with the international application in computer readable form. 

□ furnished subsequently to this Authority in written form. 

□ furnished subsequently to this Authority in computer readable form. 

□ The statement that the subsequently furnished written sequence listing does not go beyond the disclosure in 
the international application as filed has been furnished. 

□ The statement that the information recorded in computer readable form is identical to the written sequence 
listing has been furnished. 

4. The amendments have resulted in the cancellation of: 

□ the description, pages: 

□ the claims, Nos.: 
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□ the drawings, sheets: 

5. □ This report has been established as if (some of) the amendments had not been made, since they have been 

considered to go beyond the disclosure as filed (Rule 70.2(c)): 

(Any replacement sheet containing such amendments must be referred to under item 1 and annexed to this 
report.) 

6. Additional observations, if necessary: 

III. Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 

1 . The questions whether the claimed invention appears to be novel, to involve an inventive step (to be non- 
obvious), or to be industrially applicable have not been examined in respect of: 

□ the entire international application. 
H claims Nos. 41-51. 

because: 

□ the said international application, or the said claims Nos. relate to the following subject matter which does 
not require an international preliminary examination (specify): 

H the description, claims or drawings (indicate particular elements beloW) or said claims Nos. 41-51 are so 
unclear that no meaningful opinion could be formed (specify): 
see separate sheet 

□ the claims, or said claims Nos. are so inadequately supported by the description that no meaningful opinion 
could be formed. 

□ no international search report has been established for the said claims Nos. . 

2. A meaningful international preliminary examination cannot be carried out due to the failure of the nucleotide 
and/or amino acid sequence listing to comply with the standard provided for in Annex C of the Administrative 
Instructions: 

□ the written form has not been furnished or does not comply with the standard. 

□ the computer readable form has not been furnished or does not comply with the standard. 

V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 

1. Statement 

Novelty (N) Yes: Claims 1,18,29 
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No: 



Claims 



6,13,15,20,34,37,38 



Inventive step (IS) 



Yes: 
No: 



Claims 
Claims 



1 -5,7-12, 14,16-19,21 -33,35,36,39,40 



Industrial applicability (IA) 



Yes: 
No: 



Claims 
Claims 



1-40 



2. Citations and explanations 
see separate sheet 



VIII. Certain observations on the international application 

The following observations on the clarity of theclaims, description, and drawings or on the question whether the 
claims are fully supported by the description, are made: 
see separate sheet 
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Re Item III 

Non-establishment of opinion with regard to novelty, inventive step and 
industrial applicability 

No opinion as to novelty and inventive step can be given for claims 41-43, since said 
claims can only be considered in combination with novel and inventive apparatus and 
or method claims (see point VIII). 

Claims 44 to 51 are objected as indefinite under PCT Article 6 in that they rely on 
references to the description, contrary to the PCT Preliminary Examination Guidelines, 
Chapter III, paragraph 4. 10, and hence are so broad that they fail to recite any 
structure at all. The examiner is thus unable to determine the true scope thereof. 
Therefore, no meaningful opinion as to novelty or inventive step can be done for said 
claims. 



Re Item V 

Reasoned statement under Rule 66.2(a)(ii) with regard to novelty, inventive step 
or industrial applicability; citations and explanations supporting such statement 

As far as the present set of claims could be interpreted in view of the clarity objections 
raised under point VIII, it would appear that the present independent claims are so 
broadly formulated that they either lack of novelty or involve no inventive step, infringing 
Article 33(2) or Article 33(3) PCT, respectively. 

Independent claims 1.18 and 29 : 

Fig. 5 of D1 = WO-A-98/43165 discloses a receiver/decoder (2021) comprising means 
for storing an application (D1 ,p.1 1 , lines 5-8), means for running a stored application 
(D1,p.11, lines 8-10), and means for communicating over links (4031-1,4031-2,4031-3) 
debugging message(s) to a workstation (4001) for use by the workstation in debugging 
the stored application (D1, p.2, lines 9,10 and 20-22, and p.9, lines 28,29). 

It thus follows that claim 1 merely differs from what is disclosed in D1 , in that claim 1 
defines a network where D1 defines simple links or channels, thus precluding remote 
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communication. However, remote running and testing of applications via networks such 
as the internet is, at the date of filing of the present application, commonplace. In this 
respect reference is made to document D2 = WO-A-98/36356, p.2, lines 11,12, p.3, 
lines 22-28, p.6, lines 19-23 and p.7, lines 15-30. 

Therefore, in the above difference no inventive step can be seen since the person 
skilled in the art, having knowledge of document D1 and faced to the problem of 
having to communicate over a distance which would extend beyond the local 
communication disclosed by the system of D1 , would deem it a matter of course that 
the teachings of D1 can be enhanced with the teachings of D2 in a straightforward 
manner in order to achieve remote communications. Said person skilled in the art 
would thus arrive at a system falling under the terms of claim 1 without having to 
exercise any inventive skill. 

It follows that the present application does not satisfy the criterion set forth in Article 
33(3) PCT because claim 1 involves no inventive step in respect of D1 taken in 
combination with D2 as defined in the regulations (Rule 64(1 )-(3) PCT). 

The same applies to method claim 29 since said claim merely define the method 
equivalent features of claim 1 . 

The same applies to claim 18 since said claim substantially defines an application 
development tool encompassing the features of claiml and not defining any further 
technical feature going beyond those already defined in claim 1 . 

Independent claims 6.13.15.20.34.37 and 38 : 

Claims 6, 20. 37 and 38: 

Unlike claiml , the receiver/decoder as recited in claim 6 does not define a network. 
Although D1 does not explicitely define the terms "external storage means", it is 
nevertheless a matter of course for the skilled person that the workstation (4001) of D1 
can be viewed from the receiver/decoder (2021) as an external storage means since 
obviously, said workstation comprises some storage means (401 1) which is not part 
and thus external to the receiver/decoder (2021). Likewise, it is a matter of course that 
the receiver/decoder (2021) of D1 comprises means for reading at least one of the files 
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from the external storage means (401 1) since said receiver/decoder is adapted to 
extracts any data signals in accordance with any applications contained in the 
receiver/decoder (D1, p.11, lines 8-10). 

It follows that the present application does not satisfy the criterion set forth in Article 
33(2) PCT because claim 1 lacks of novelty over D1 . 

The same applies to method claims 37 and 38 since said claims, besides some 
terminology inconsistencies, merely define the method equivalent features of claim 6. 

The same applies to claim 20 since said claim substantially defines an application 
development tool encompassing the features of claim 6 and not defining any further 
technical feature going beyond those already defined in claim 6. 

Claims 13.15 and 34: 

Figure 3 of D2 discloses a workstation (302) for debugging an application stored and 
running on a remote receiver/decoder since, in D2, the target system (314) which is to 
be debugged, inherently does comprise a program or an application (D2, p.2, lines 
11,12). Moreover, in D2, the workstation (302) likewise comprise means for 
communicating a debugging message with the target (314) over a network (internet 
306). 

It follows that the present application does not satisfy the criterion set forth in Article 
33(2) PCT because claims 13 and 15 lack of novelty over D2. 

The same applies to method claim 34 since said claim merely define the method 
equivalent features of claim 1 . 

Dependent claims 2-5.7-1 2. 1 4. 1 6, 1 7. 1 9.21-28.30-33.35.36.39.40: 
In said dependent claims minor modifications to the features defined their respective 
head claims are set out, all of which in so far as they are not explicitly disclosed in the 
cited prior art, relate to routine measures normally to be expected of the skilled person. 
Thus these claims likewise involve no inventive step. 
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Re Item VIII 

Certain observations on the international application 

I. Main clarity objection due to multiple independent claims: 

The various definitions of the invention which is given in independent claims 
1,6,13,15,18,20,28,34,37,38,41,42 and 43 are neither clear nor concise. 

The original set of claims comprises six independent claims (claims 1 ,6,13,15,18 and 
20) in the apparatus category, four independent claims in the method category (claims 
29,34,37 and 38) and three independent claims (claims 41 ,42 and 43) in the category 
defining a computer program product. 

The various definitions of the invention given in said independent claims are such that 
the claims as a whole are not clear and concise, contrary to Article 6 PCT. 

Claims 1 and 6 are both directed to a receiver/decoder. However, independent claim 6 
substantially differs from claim 1 in that claim 6 is silent about the debugging of the 
stored application. 

Likewise, claims 13 and 15 are both directed to a workstation in combination with a 
receiver/decoder. Likewise, independent claim 15 substantially differs from claim 13 in 
that claim 15 is silent about the debugging of the stored application. 

Although independent claims 18 and 20 have been draft as two separate independent 
claims, they appear to relate effectively to the same subject-matter directed to a same 
application development tool regrouping the workstation and the receiver/decoder, and 
to differ from each other only with regard to the terminology used for the features of that 
subject-matter. 

It is noted that method claims 29 and 37 define the method equivalent features of 
claims 1 and 6, respectively. However, no corresponding apparatus claims could be 
attrituted to independent method claims 34 and 38, since claim 34 is the sole 
independent claim defining an "individual file" and since claim 38 is the sole 
independent claim defining a "boot file". 
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Finally, independent claims 41 ,42 and 43 can only be viewed as giving three alternative 
redundant versions of basically the same vague computer program product. Thereby, 
the applicant is reminded that claims directed to a computer program product can only 
be taken into consideration if the application provides a novel and inventive method and 
or apparatus. Thereby, a "computer program product" claim should make clear that it 
is specially adapted to a novel and inventive apparatus claim, and that it contains 
instructions specially adapted to perform all the steps of a novel and inventive method 
when said instructions are executed. 

Thus, bearing in mind that any independent claim should define all the features which 
are essential to the invention and considering the above identified differences, lack of 
clarity of the claims as a whole arises, since the above proliferation of independent 
claims makes it difficult, if not impossible, for the reader to determine what are in fact 
the features essential to the invention, and places an undue burden on others seeking 
to establish the extent of the protection. 

Independently of the fact that the subject-matter of claims 1-40 is either not novel or not 
inventive for the reasons which are given in above section V, the various definitions of 
the invention which are given in the present independent claims also render unclear 
what the link, which should regroup the inventions of the independent claims under the 
same inventive concept, in fact is. 

II. Clarity objection due to too unclear terms: 

The term "individual" that is used in independent claim 34 is, in the context of a 
computer file, relative and cannot be given a well-recognized meaning. Likewise in 
claim 37 the terms "as it is required to run" are merely subjective to the skilled person. 

Claims 34 and 37 are therefore objected as indefinite under PCT Article 6 for lack of 
clarity as the examiner is unable to determine the real scope of the limitation defined by 
said objected terms. 
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INTERNATIONAL PRELIMINARY 
EXAMINATION REPORT 



International application No. PCT/I BOO/00995 



I. Basis of the report 

1 . With regard to the elements of the international application (Replacement sheets which have been furnished to 
the receiving Office in response to an invitation under Article 14 are referred to in this report as "originally filed" 
and are not annexed to this report since they do not contain amendments (Rules 70. 16 and 70. 17)): 
Description, pages: 

1 -29 as originally filed 

Claims, No.: 

1 -51 as originally filed 

Drawings, sheets: 

1-9 as originally filed 



2. With regard to the language, all the elements marked above were available or furnished to this Authority in the 
language in which the international application was filed, unless otherwise indicated under this item. 

These elements were available or furnished to this Authority in the following language: , which is: 

□ the language of a translation furnished for the purposes of the international search (under Rule 23.1 (b)). 

□ the language of publication of the international application (under Rule 48.3(b)). 

□ the language of a translation furnished for the purposes of international preliminary examination (under Rule 
55.2 and/or 55.3). 

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the 
international preliminary examination was carried out on the basis of the sequence listing: 

□ contained in the international application in written form. 

□ filed together with the international application in computer readable form. 

□ furnished subsequently to this Authority in written form. 

□ furnished subsequently to this Authority in computer readable form. 

□ The statement that the subsequently furnished written sequence listing does not go beyond the disclosure in 
the international application as filed has been furnished. 

□ The statement that the information recorded in computer readable form is identical to the written sequence 
listing has been furnished. 

4. The amendments have resulted in the cancellation of: 

□ the description, pages: 

□ the claims, Nos.: 
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□ 



the drawings, 



sheets: 



5. □ This report has been established as if (some of) the amendments had not been made, since they have been 

considered to go beyond the disclosure as filed (Rule 70.2(c)): 

(Any replacement sheet containing such amendments must be referred to under item 1 and annexed to this 
report.) 

6. Additional observations, if necessary: 

til. Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 

1. The questions whether the claimed invention appears to be novel, to involve an inventive step (to be non- 
obvious), or to be industrially applicable have not been examined in respect of: 

□ the entire international application. 
H claims Nos. 41-51. 



□ the said international application, or the said claims Nos. relate to the following subject matter which does 
not require an international preliminary examination (specify): 



K the description, claims or drawings (indicate particular elements below) or said claims Nos. 41-51 are so 
unclear that no meaningful opinion could be formed (specify): 
see separate sheet 

□ the claims, or said claims Nos. are so inadequately supported by the description that no meaningful opinion 
could be formed. 

□ no international search report has been established for the said claims Nos. . 

2. A meaningful international preliminary examination cannot be carried out due to the failure of the nucleotide 
and/or amino acid sequence listing to comply with the standard provided for in Annex C of the Administrative 
Instructions: 

□ the written form has not been furnished or does not comply with the standard. 

□ the computer readable form has not been furnished or does not comply with the standard. 



V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 



because: 



1. Statement 



Novelty (N) 



Yes: Claims 1,18,29 
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No: 



Claims 



6,13,15,20,34,37,38 



inventive step (IS) 



Yes: 



Claims 



No: Claims 1 -5,7-1 2, 1 4,1 6-1 9,2 1 -33,35,36,39,40 

Industrial applicability (IA) Yes: Claims 1-40 

No: Claims 



2. Citations and explanations 
see separate sheet 



VIII. Certain observations on the international application 

The following observations on the clarity of the claims, description, and drawings or on the question whether the 
claims are fully supported by the description, are made: 
see separate sheet 
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Re Item III 

Non-establishment of opinion with regard to novelty, inventive step and 
industrial applicability 

No opinion as to novelty and inventive step can be given for claims 41 -43, since said 
claims can only be considered in combination with novel and inventive apparatus and 
or method claims (see point VIII). 

Claims 44 to 51 are objected as indefinite under PCT Article 6 in that they rely on 
references to the description, contrary to the PCT Preliminary Examination Guidelines, 
Chapter III, paragraph 4. 10, and hence are so broad that they fail to recite any 
structure at all. The examiner is thus unable to determine the true scope thereof. 
Therefore, no meaningful opinion as to novelty or inventive step can be done for said 
claims. 

Re Item V 

Reasoned statement under Rule 66.2(a)(ii) with regard to novelty, inventive step 
or industrial applicability; citations and explanations supporting such statement 

As far as the present set of claims could be interpreted in view of the clarity objections 
raised under point VIII, it would appear that the present independent claims are so 
broadly formulated that they either lack of novelty or involve no inventive step, infringing 
Article 33(2) or Article 33(3) PCT, respectively. 

Independent claims 1.18 and 29 : 

Fig. 5 of D1 = WO-A-98/43165 discloses a receiver/decoder (2021) comprising means 
for storing an application (D1 ,p.1 1 , lines 5-8), means for running a stored application 
(D1,p.11, lines 8-10), and means for communicating over links (4031-1,4031-2,4031-3) 
debugging message(s) to a workstation (4001) for use by the workstation in debugging 
the stored application (D1, p.2, lines 9,10 and 20-22, and p.9, lines 28,29). 

It thus follows that claim 1 merely differs from what is disclosed in D1, in that claim 1 
defines a network where D1 defines simple links or channels, thus precluding remote 
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communication. However, remote running and testing of applications via networks such 
as the internet is, at the date of filing of the present application, commonplace. In this 
respect reference is made to document D2 = WO-A-98/36356, p.2, lines 11,12, p.3, 
lines 22-28, p.6, lines 19-23 and p.7, lines 15-30. 

Therefore, in the above difference no inventive step can be seen since the person 
skilled in the art, having knowledge of document D1 and faced to the problem of 
having to communicate over a distance which would extend beyond the local 
communication disclosed by the system of D1, would deem it a matter of course that 
the teachings of D1 can be enhanced with the teachings of D2 in a straightforward 
manner in order to achieve remote communications. Said person skilled in the art 
would thus arrive at a system falling under the terms of claim 1 without having to 
exercise any inventive skill. 

It follows that the present application does not satisfy the criterion set forth in Article 
33(3) PCT because claim 1 involves no inventive step in respect of D1 taken in 
combination with D2 as defined in the regulations (Rule 64(1 )-(3) PCT). 

The same applies to method claim 29 since said claim merely define the method 
equivalent features of claim 1 . 

The same applies to claim 18 since said claim substantially defines an application 
development tool encompassing the features of claiml and not defining any further 
technical feature going beyond those already defined in claim 1 . 

Independent claims 6,13,15,20,34.37 and 38 : 

Claims 6. 20, 37 and 38: 

Unlike claiml, the receiver/decoder as recited in claim 6 does not define a network. 
Although D1 does not explicitely define the terms "external storage means", it is 
nevertheless a matter of course for the skilled person that the workstation (4001) of D1 
can be viewed from the receiver/decoder (2021) as an external storage means since 
obviously, said workstation comprises some storage means (401 1) which is not part 
and thus external to the receiver/decoder (2021). Likewise, it is a matter of course that 
the receiver/decoder (2021) of D1 comprises means for reading at least one of the files 
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from the external storage means (401 1) since said receiver/decoder is adapted to 
extracts any data signals in accordance with any applications contained in the 
receiver/decoder (D1, p.11, lines 8-10). 

It follows that the present application does not satisfy the criterion set forth in Article 
33(2) PCT because claim 1 lacks of novelty over D1 . 

The same applies to method claims 37 and 38 since said claims, besides some 
terminology inconsistencies, merely define the method equivalent features of claim 6. 

The same applies to claim 20 since said claim substantially defines an application 
development tool encompassing the features of claim 6 and not defining any further 
technical feature going beyond those already defined in claim 6. 

Claims 13.15 and 34: 

Figure 3 of D2 discloses a workstation (302) for debugging an application stored and 
running on a remote receiver/decoder since, in D2, the target system (314) which is to 
be debugged, inherently does comprise a program or an application (D2, p.2, lines 
11,12). Moreover, in D2, the workstation (302) likewise comprise means for 
communicating a debugging message with the target (314) over a network (internet 
306). 

It follows that the present application does not satisfy the criterion set forth in Article 
33(2) PCT because claims 13 and 15 lack of novelty over D2. 

The same applies to method claim 34 since said claim merely define the method 
equivalent features of claim 1 . 

Dependent claims 2-5.7-12,14,16.17,19.21-28.30-33.35.36.39.40: 
In said dependent claims minor modifications to the features defined their respective 
head claims are set out, all of which in so far as they are not explicitly disclosed in the 
cited prior art, relate to routine measures normally to be expected of the skilled person. 
Thus these claims likewise involve no inventive step. 
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Re Item VIII 

Certain observations on the international application 

I. Main clarity objection due to multiple independent claims: 

The various definitions of the invention which is given in independent claims 
1,6,13,15,18,20,28,34,37,38,41,42 and 43 are neither clear nor concise. 

The original set of claims comprises six independent claims (claims 1,6,13,15,18 and 
20) in the apparatus category, four independent claims in the method category (claims 
29,34,37 and 38) and three independent claims (claims 41,42 and 43) in the category 
defining a computer program product. 

The various definitions of the invention given in said independent claims are such that 
the claims as a whole are not clear and concise, contrary to Article 6 PCT. 

Claims 1 and 6 are both directed to a receiver/decoder. However, independent claim 6 
substantially differs from claim 1 in that claim 6 is silent about the debugging of the 
stored application. 

Likewise, claims 13 and 15 are both directed to a workstation in combination with a 
receiver/decoder. Likewise, independent claim 15 substantially differs from claim 13 in 
that claim 15 is silent about the debugging of the stored application. 

Although independent claims 1 8 and 20 have been draft as two separate independent 
claims, they appear to relate effectively to the same subject-matter directed to a same 
application development tool regrouping the workstation and the receiver/decoder, and 
to differ from each other only with regard to the terminology used for the features of that 
subject-matter. 

It is noted that method claims 29 and 37 define the method equivalent features of 
claims 1 and 6, respectively. However, no corresponding apparatus claims could be 
attrituted to independent method claims 34 and 38, since claim 34 is the sole 
independent claim defining an "individual file" and since claim 38 is the sole 
independent claim defining a "boot file". 
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Finally, independent claims 41 ,42 and 43 can only be viewed as giving three alternative 
redundant versions of basically the same vague computer program product. Thereby, 
the applicant is reminded that claims directed to a computer program product can only 
be taken into consideration if the application provides a novel and inventive method and 
or apparatus. Thereby, a "computer program product" claim should make clear that it 
is specially adapted to a novel and inventive apparatus claim, and that it contains 
instructions specially adapted to perform all the steps of a novel and inventive method 
when said instructions are executed. 

Thus, bearing in mind that any independent claim should define all the features which 
are essential to the invention and considering the above identified differences, lack of 
clarity of the claims as a whole arises, since the above proliferation of independent 
claims makes it difficult, if not impossible, for the reader to determine what are in fact 
the features essential to the invention, and places an undue burden on others seeking 
to establish the extent of the protection. 

Independently of the fact that the subject-matter of claims 1-40 is either not novel or not 
inventive for the reasons which are given in above section V, the various definitions of 
the invention which are given in the present independent claims also render unclear 
what the link, which should regroup the inventions of the independent claims under the 
same inventive concept, in fact is. 

II. Clarity objection due to too unclear terms: 

The term "individual" that is used in independent claim 34 is, in the context of a 
computer file, relative and cannot be given a well-recognized meaning. Likewise in 
claim 37 the terms "as it is required to run" are merely subjective to the skilled person. 

Claims 34 and 37 are therefore objected as indefinite under PCT Article 6 for lack of 
clarity as the examiner is unable to determine the real scope of the limitation defined by 
said objected terms. 
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(57) Abstract: A receiver/decoder for testing an application, for example, for an analogue or a digital television system, is disclosed, 
the receiver/decoder comprising means for exchanging messages with a network, and means for running the application in depen- 
dence on a message received from the network. The receiver/decoder may be used for debugging the application. An associated 
workstation, and an application development tool for editing and testing applications, are also disclosed. Also disclosed is a method 
of transferring an application from a workstation to a receiver/decoder, and methods of running an application on a receiver/decoder. 
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1 . Basis of the report 

a. With regard to the language, the international search was carried out on the basis of the international application in the 
language in which it was filed, unless otherwise indicated under this item. 

I I the international search was carried out on the basis of a translation of the international application furnished to this 
Authority (Rule 23.1(b)). 



b. 



With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the international search 

was carried out on the basis of the sequence listing : 

] contained in the international application in written form. 

filed together with the international application in computer readable form, 
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furnished subsequently to this Authority in computer readble form. 
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